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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by Lin et al., 
U.S. Patent # 6,340,734. Lin discloses a resist composition comprising silsesquioxane 
polymers adhering to the general description outlined in the paragraph bridging columns 
4 and 5. Exemplary permutations of R 1 and R 2 are provided in column 5 and it is stated 
in column 6, lines 1-3 that the ratio of the phenolic group-containing unit as a fraction of 
the total is 0.05 to 1 . Preferred embodiments of the polymer are listed in column 6, lines 
21-50. Applicant should note that units of the type (b) are embraced in the description 
of R 2 (formula 3) and, further, that there may be different R 2 groups in the polymer 
(column 6, lines 1-4). Suitable crosslinking agents and acid generators are disclosed in 
column 1 0, line 55 through column 1 1 , line 65. 

Concerning claims 2 and 3, column 8, lines 35-42 state that it is preferred that 
the silsesquioxane be blended with a non-silsesquioxane polymer. These polymers are 
described at column 8, line 61 through column 9, Iine46. 

Finally, it would seem that the property limitations is inherently held by the prior 
art composition as there seems to be nothing distinguishing it from that claimed. 
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"products of identical chemical composition can not have mutually exclusive properties." 
A chemical composition and its properties are inseparable. Therefore, if the prior art 
teaches the identical chemical structure, the properties applicant discloses and/or 
claims are necessarily present. In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 
1658 (Fed. Cir. 1990). See also In re Best 562 F.2d 1252, 1255, 195 USPQ 430, 433 
(CCPA 1977). "Where the claimed and prior art products are identical or substantially 
identical in structure or composition, or are produced by identical or substantially 
identical processes, a prima facie case of either anticipation or obviousness has been 
established." 

Section 2112.01 of the MPEP emphasizes that, "When the PTO shows a sound 
basis for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not." In re Spada, 91 1 F.2d 705, 709, 
15 USPQ2d 1655, 1658 (Fed. Cir. 1990). "Whether the rejection is based on inherency' 
under 35 U.S.C. 102, on prima facie obviousness 1 under 35 U.S.C. 103, jointly or 
alternatively, the burden of proof is the same... [footnote omitted]." The burden of proof is 
similar to that required with respect to product-by-process claims. In re Fitzgerald, 619 
F. 2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, 562 F.2d 1252, 
1255, 195 USPQ 430, 433-34 (CCPA 1977)). However, "A prima facie case can be 
rebutted by evidence showing that the prior art products do not necessarily possess the 
characteristics of the claimed product." In re Best, 562 F.2d at 1255, 195 USPQ at 433. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Gronbeck et 
al., U.S. Patent #6,803,171. Like Lin et al., Gronbeck describes silsesquioxane 
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polymers comprising all three types of unit recited in the claims. (In column 8, lines 34- 
46, it is contemplated that the polymer should contain some substituents featuring 
photoacid-labile groups and that these groups are obtained by blocking some of the 
phenolic groups portrayed in formula (II). The relative molar quantities of these groups 
(column 10, lines 22-42) is consistent with that mandated by the claims. Following a 
comprehensive description of the polymers, it is mentioned that they may be employed 
in negative-acting and positive acting photoresist compositions alike (column 12, lines 
36-37) and the polymers containing units comparable to (b) are especially desirable for 
positive photoresists (column 12, lines 37-40 and column 16, lines 49-58). They 
expound upon the makeup of the negative resist compositions in column 19, lines 41-55 
wherein it is said that a "photoactive component", i.e. a photoacid (column 17, lines 12- 
14), and a crosslinking agent are generally added to negative resist compositions. As 
before, the claimed property limitation would seem to be inherently satisfied given the 
similarities between the prior art and claimed compositions. 

Allowable Subject Matter 

Claims 4 and 5 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Lin does not contemplate polymers similar to those mentioned in claims 4 and 5 
nor would there appear to be any motivation to replace the non-silsesquioxanes 
described by the reference with those claimed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

April 2, 2007 




